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INTERNATIONAL PRELIMINARY 
EXAMINATION REPORT 



International application No. PCT/GB99/00539 



I. Basis of the report 

1 . This report has been drawn on the basis of (substitute sheets which have been furnished to the receiving Office in 
response to an invitation under Article 14 are referred to in this report as "originally filed" and are not annexed to 
the report since they do not contain amendments.): 

Description, pages: 

1-25 as originally filed 

Claims, No.: 

1-18 as originally filed 

2. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 

3. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 

4. Additional observations, if necessary: 

III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non-obvious), 
or to be industrially applicable have not been examined in respect of: 

□ the entire international application. 
H claims Nos. 11-13. 

because: 



□ the said international application, or the said claims Nos. relate to the following subject matter which does 
not require an international preliminary examination (specify: 



INTERNATIONAL PRELIMINARY 
EXAMINATION REPORT 



International application No. PCT/GB99/00539 



□ the description, claims or drawings {indicate particular elements beloW) or said claims Nos. are so unclear 
that no meaningful opinion could be formed (specify): 



□ the claims, or said claims Nos. are so inadequately supported by the description that no meaningful opinion 
could be formed. 

no international search report has been established for the said claims Nos. 11-13. 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

1. Statement 



Novelty (N) 


Yes: 


Claims 


1-10,15-18 




No: 


Claims 


14 


Inventive step (IS) 


Yes: 


Claims 






No: 


Claims 


1-10,15-18 


Industrial applicability (IA) 


Yes: 


Claims 


1-10,15-18 




No: 


Claims 





2. Citations and explanations 
see separate sheet 

VII. Certain defects in the international application 

The following defects in the form or contents of the international application have been noted: 
see separate sheet 
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WRITTEN OPINION 
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International application No. PCT/GB99/00539 



PART V 

1 ) The present application lacks novelty (Art. 33(2) PCT). 

D1 (WO-A-9527080) discloses a kit comprising a restriction enzyme which 
cleaves away from its recognition sequence and a DNA polymerase. It thus 
anticipates the subject-matter of claim 14. 

2) Claims 1 5-18 lack an inventive step because they relate to well known features 
which cannot impart an inventive step to the known subject-matter of claim 14. 

3) The only difference between the subject-matter of claim 1 and that of D2 (US-A- 
5710000) lies in the fact that the latter teaches a sequencing method which does 
not comprise a cloning step (see passages cited in the SR). Such a step is 
however very well known in the art. Hence, in the absence of any indication as to 
an unexpected effect this feature could have, an inventive step cannot be 
acknowledged (Art. 33(3) PCT). 

4) Dependent claims 2-10 relate to features which are commonplace in the art (cl. 2, 
3, 5) or which appear devoid of any unexpected effect. Hence they lack an 
inventive step (Art. 33(3) PCT). 



PART VII 

Contrary to the requirements of Rule 5.1 (a)(ii) PCT, the relevant background art 
disclosed in the documents D1-D2 is not mentioned in the description, nor are these 
documents identified therein. 
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' KrS5oXliKU.ry examination report and its annexes, if any, established on the .rrtemational appl.cat.on. 

2. A copy of the report and its annexes, rf any. is being transmitted to the International Bureau for communication 
to all the elected Offices. 

Where required by any of the elected Offices, the International Bureau Will prepare an English translation of the 
report (but not of any annexes) and will transmit such translation to those Offices. 

4. REMINDER 

The aDDlicant must enter the national phase before each elected Office by performing certain acts fl'** 
KsSoriTpaying national fees) "within 30 months from the, priority, <£C«£"n some Offices) (A rtl c.e 
39(1)) (see also the reminder sent by the International Bureau wrth Form PCT/IB/301). 

Where a translation of the international application must be furnished to an '^^SS^tSSR^ 
contain a translation of any annexes to the international preliminary examination report. It Is the applicant s 
^n^?o prepare and furnish such translation directly to each elected Office concerned. 

For further details on the applicable time iimits and requirements of the elected Offices, see Volume II of the 
PCT Applicant's Guide. 
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2. This REPORT consists of a total of 4 sheets, including this cover sheet. 



(see 70.1 6 and Section 607 of the Administrative Instructions under the PCT). 
These annexes consist of a total o{ sheets. 



3, This report contains indications relating to the following items: 



I 

II 
111 
IV 
V 

VI 
VII 
VIII 
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INTERNATIONAL PRELIMINARY 

EXAMINATION REPORT International application No. PCT/QB99/00539 

I. Basis of the report 

1 . This report has bean drawn on the basis of (substitute sheets which have been furnished to the receiving Office in 
response to an invitation under Artlcie 14 are referred to in this report as "originally filed" and are not annexed to 
the report since they do not contain amendments.): 

Description, pages: 

l-2b as originally f iled 

Claims, No.: 

1-18 as originally filed 



2. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 

3. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 



4. Additional observations, if necessary: 

III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non-obvious), 
or to be industrially applicable have not been examined in respect of: 

□ the entire international application. 
B claims Nos. 11-13. 

because: 

□ the said international application, or the said claims Nos. relate to the following subject matter which does 
not require an international preliminary examination (specify): 



Farm pCT/tP£A/409 {Boxes t-Vlll, Shoot 1) (January 1994) 



INTERNATIONAL PRELIMINARY 
EXAMINATION REPORT 



International application No, PCT/GB99V00539 



□ the description, claims or drawings (indicate particular elements behvfi or said claims Nos. are so unclear 
that no meaningful opinion could be formed (specify): 



□ the claims, or said claims Nos. are so Inadequately supported by the description that no meaningful opinion 
could be formed. 

H no international search report has been established for the said claims Nos. 11-13. 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive stop or industrial 
applicability; citations and explanations supporting such statement 

1. Statement 

Novelty (N) Yes: Claims 1-10,15-18 

No: Claims 14 

Inventive step (IS) Yes: Claims 

No: Claims 1-10,15-13 

Industrial applicability (IA) Yes: Claims 1-10,15-18 

No: Claims 

2. Citations and explanations 
see separate sheet 



VII. Certain defects in the international application 

The following defects in the form or contents of the International application have been noted: 
see separate sheet 
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International application No. PCT/GB99/0053 9 



PART V 

1) The present application lacks novelty (Art. 33(2) PCT). 

D1 (WO-A-9527080) discloses a kit comprising a restriction enzyme which 
cleaves away from its recognition sequence and a DNA polymerase. It thus 
anticipates the subject-matter of claim 14. 

2) Claims 15-18 lack an inventive step because they relate to well known features 
which cannot impart an inventive step to the known subject-matter of claim 14. 

3) The only difference between the subject-matter of claim 1 and that of D2 (US-A- 
5710000) lies in the fact that the latter teaches a sequencing method which does 
not comprise a cloning step (see passages cited in the SR). Such a step is 
however very well known in the art. Hence, in the absence of any indication as to 
an unexpected effect this feature could have, an inventive step cannot be 
acknowledged (Art- 33(3) PCT). 

4) Dependent claims 2-10 relate to features which are commonplace in the art (cL 2, 
3, 5) or which appear devoid of any unexpected effect- Hence they lack an 
inventive step (Art. 33(3) PCT). 

PART VII 

Contrary to the requirements of Rule 5.1 (a)(ii) PCT, the relevant background art 
disclosed in the documents D1-D2 is not mentioned in the description, nor are these 
documents identified therein. 
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